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DETAILED ACTION 

i 

Applicant's election without traverse of Fig. 53 species with readable claims 12-25 in the 
reply filed on 8-24-2007 is acknowledged. 

Upon careful review of the elected claims 12-25, it is the position of the Examiner that 
claim 19 does not read on the Fig. 53 species because the recited structural features in claim 19 
can not be readily identified with respect to Fig. 53 species (Figs. 53-57). Claims 23 and 25 also 
are not supported by Fig. 53 species. Accordingly, claims 19, 23 and 25 have been withdrawn 
from further consideration as being directed to non-elected inventions and elected claims 12-18, 
20-22 and 24 are currently under consideration. 

Claims 12-18, 20-22 and 24 are rejected under 35 U.S.C. 112, first paragraph, as failing 

to comply with the enablement requirement. The claim(s) contains subject matter which was not 

described in the specification in such a way as to enable one skilled in the art to which it pertains, 

or with which it is most nearly connected, to make and/or use the invention. The claimed 

encoding means for sensing movements of the first and second members, communication means 

for transferring signals from the encoding means to a host computer and modification means for 

changing the functions the host computer performs are not sufficiently disclosed nor illustrated 

so as to enable one of ordinary skill in the art to make and use of the invention. There is no 

description or illustration in the original disclosure with respect to the Fig. 53 species as to how 

the movements of the first and second members are detected and their positions in the form of 

electrical signals are transferred to a host computer. There is no structure provided for the Fig. 
53 species as the modification means for changing the functions the host computer performs 
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♦ 

t 

■ 

based on the movements of the first and second members. The Fig. 53 species only provides an 
electrical wire 417 to connect the claimed position encoder system to a host computer which can 
only be interpreted as the wire to transmit a signal to the host computer when the button 405 is 
pressed the same way as a conventional wired computer mouse does. With respect to claim 24, 
there is no description or illustration provided by the original disclosure as to how the button can 
be rotated to 3 different positions and to function as a conventional 3-buttons computer mouse 
since there are no sensors and contacts of any kind being provided. 

Claims 12-18, 20-22 and 24 are objected to for the following reasons: 
In claim 12, the preamble of "Method and apparatus of a position encoder system for a 
computer" is objected to because it crosses the two statutory classes and it made the claim 
unclear as to whether claim 12 is directed to a method or to an apparatus. Since the body of 
claim 12 is clearly drawn to an apparatus, it is suggested that the preamble of claim 12 be 
changed to read "A position encoder system for a computer". Also in claim 12, lines 4 and 6, the 
recitation of "a reference base" should be changed to - the reference base - , respectively, so as 
to be consistent with the reference base recited earlier in the claim. On line 14 of claim 12, the 
word "limit" should be changed to - limited - to correct a grammatical error. 

In claims 16-18 and 22, the recitations of "a base" and "said base" should all be changed 
to — said reference base - so as to avoid any confusion which base it is referring to. 

* 

Claim 20 is also objected to because the reference made to the position of the elongated 

■ 

indented area on the first member relative to an operator is improper since the claimed invention 

♦ 

is directed to a position encoder system per se and a human operator does not form any part of 
the claimed invention. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

» 

Claims 12-14, 16 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Soma(US Pat. No. 5,327,162). 

The patent to Soma teaches the structure of a position encoder system for a computer as 
claimed comprising: a first member 23 or 24 movably in a first direction X or Y relative to a 
reference base 21; a second member 52 movably in a second direction X or Y relative the 
reference base, said second member 52 movable in said first direction X or Y causing said first 
member 23 or 24 moving in said first direction relative to the reference base; encoding means 
(various detecting elements provided) for sensing movements of said first member relative to the 
reference base, and movements of said second member relative to the reference base, thereby 
providing indicative signals to a host computer positional and directional information of said first 
and second members; communication means for transferring signals from said encoding means 
to a host computer in the form of a cursor on the display of the computer; modification means for 
changing the functions the host computer performs base on the movements of said first and 
second members when the second member 52 is pressed, including but not limited to changing 
the host computer to do nothing base on the movements of said first and second members when 

» 

the second member 52 is not pressed; said first and second directions together covering a region 
in the Cartesian plane as shown by arrows X and Y. See Figs. 1-11 and the abstract of Soma for 
details. 
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With respect to claim 13, Soma teaches the second member 52 movably in said second 

♦ 

direction mounted on said first member as shown in Fig. 2. 

With respect to claim 14, Soma teach the first member having one side with a first 
indented area 41 or 44; said second member being movably engaged in said first indented area 
on said first member thereby said second member movable in said second direction along the 
length of said indented area of said first member. 

♦ 

With respect to claim 16, Soma teaches the reference base 21 with a second indented area 
25; said first member 23 and 24 being movably engaged in said second indented area of said 
base thereby said first member movable in said first direction along the length of said second 
indented area of said base. 

With respect to claim 17, Soma teaches the second indented area on said base being a first 
elongated indented area and said first member having a protrusion 42a or 42b movably mounted 
on said first elongated indented area thereby said first member movable along the length of said 
first elongated indented area. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Soma in view of 
a conventional computer mouse. 



Application/Control Number: Page 6 

10/621,877 

Art Unit: 2854 

« 

t 

Soma teaches all that is claimed including the second member 52(button) being pressed 
serving as the same function as pressing the button 1 of a conventional computer mouse. 
However, Soma does not teach that the button 52 can be rotated serving the same function as 
rotating the scroll button in a conventional computer scroll mouse. Since as admitted by the 

* 

applicant that a computer scroll mouse having a scroll button is conventional known for carrying 
out a known computer related function, it would have been obvious to one of ordinary skill in the 
art at the time of invention to provide the button 52 of Soma with the capability of being rotated 
as taught by the conventional computer scroll mouse in order to facilitate the display page scroll 
up and down function for the user. 

Claims 18, 20-22 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Soma. 

With respect to claim 18, Soma teaches all that is claimed except for the second indented 
area 25 on said reference base 21 being a rectangular indented area and said first member 
movably mounted on said rectangular indented area thereby said first member movable in the 
direction along the length of said rectangular indented area. It has been held by the Court that a 
mere change in shape of a structural element without changing the functionality of the structural 
element would have been an obvious design choice by one of ordinary skill in the art. In re 
Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966) (The court held that the configuration of the 
claimed disposable plastic nursing container was a matter of choice which a person of ordinary 
skill in the art would have found obvious absent persuasive evidence that the particular 
configuration of the claimed container was significant.). In the present invention, since Soma 
shows the second indented area 25 to be pretty much square in shape, it should be apparent to 
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those skill in the art that the indented area 25 could be functioning just as well if it were 
rectangular in shape. Accordingly, it would have been obvious to those skilled in the art to 
provide the second indented area 25 with a rectangular shape as a mere design choice with 
altering the functionality of such an area. 

With respect to claim 20, Soma teaches the first member 56(Figs. 5 and 6) being an 

■ 

elongated tubular structure having one end 58 movably engaged on one side of said rectangular 
indented area and another end movably engaged on the opposite side of said rectangular indented 
area thereby said elongated tubular structure movable within said rectangular indented area along 
the direction of the sides of said rectangular indented area being engaged. 

With respect to claim 21, Soma teaches in Fig. 2 the rectangular indented area having 2 
walls 26 depressed inwardly into said base on 2 opposite sides of said rectangular indented area, 
an elongated indented area being positioned on each of said 2 walls, said first member 23 having 
one end with a protrusion movably engaged on said elongated indented area of one of said 2 
walls and another end with a protrusion movably engaged on said elongated indented area of the 
other of said 2 walls. 

With respect to claim 22, Soma teaches in Figs. 5 and 8 the communication means 
including connection means such as electricity wires passing through said indented area on said 
first member and said indented area on said base. 

Claim 24 is objected to as being dependent upon a rejected base claim, but would be 

allowable if rewritten in independent form including all of the limitations of the base claim and 

any intervening claims, providing the above rejection under 35 USC 112, first paragraph was 
overcome in applicant's next response to this Office action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ren L. Yan whose telephone number is 571-272-2173. The 



supervisor, Judy Nguyen can be reached on 571-272-2258. The fax phone number for the 

♦ 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



examiner can normally be reached on 8:30am-5:00pm. 
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